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1. 



D ET AILED ACTION 
Claims 1-20 are presented for examination. 



2. 



Claims 18-20 are newly added. 



Response to Arguments 



3. Applicant's arguments with respect to claims 1-20 have been considered 
but are moot in view of the new ground(s) of rejection. 

4. Applicant's argument with respect to claims 1 and 5 have been consider. 
However, examiner submits that since applicant's amendment necessitated the new 
ground(s) of rejection presented in this Office action. 

5. Applicant argues that Rabin does not teach or suggest the step of 
capturing at least one physical feature of a requested content with a data capture 
device. In response to applicant's argument, examiner asserts that the digital data 
representation of at least one physical feature of said requested content has been 
captured from a data capture device (abstract, figure 1 , col. 3, lines 2-63, col. 4, lines 
54-65, col. 1 1 , lines 20-30 -the image data captured by either scanner 18 or camera 24 
(i.e., data capture device)). 

6. In response to applicant's argument that there is no suggestion to combine 
the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 



Application/Control Number: 09/882,688 Page 3 

Art Unit: 2155 

Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the reason to 
incorporate a data capture device that capture digital data into the Bengtson system 
because it were conventionally employed in the art to provide an efficient 
communications system to collect, capture, store and distribute written and optical 
information over the network (see Rabin col. 1, lines 11-15). 

7. Therefore, the examiner asserts that cited prior art teaches or suggests 
the subject matter broadly recited in independent claims land 5. Claims 2-4, and 6-20 
are also rejected at least by virtue of their dependency on independent claims and by 
other reasons set forth in this office action [see rejection below]. 

8. Applicants still have failed to identify specific claim limitations that would 
define a patentable distinction over cited prior arts. Accordingly, claims 1-20 are 
rejected below. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

10. Claims 1-20 are rejected under 35 U.S:C. §103 (a) as being unpatentable 
over Bengtson, in view of Rabin U.S. Patent No. 6,603,464. 
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11. As to claim 1 , Bengtson teaches the invention as claimed, including a 
software program running on a content server computer having access to a content 
repository, said content repository comprising a digital representation of a published 
content in a layout-preserving format, the program providing instructions for one or more 
processors of the server computer to perform the steps of: 

receiving a content retrieval request comprising a digital data representation of at 
least one physical feature of a requested content, and said at least one physical feature 
of said requested content is mapped to said digital representation of said published 
content is said content repository (figures 1 , 5, block 502, 506, 508, paragraphs 00005- 
0007, 0047-48-rece/V/ng print data from printing system/optical scanning/OCR 
operation, mapping key words/phrases with page numbers to create indexing); 

parsing the digital data representation of at least one physical feature to identify 
the requested content from the digital data representation (figure 5, block 504, 
paragraph 0048 -parsing print data into key words/phrases to map with predetermined 
attributes); 

retrieving the digital representation of the published content that is mapped to the 
at least one physical feature of the requested content from the content repository (figure 
5, 506, paragraph 0048 -searching/retrieving print data for words to map with one or 
more predetermined attributes); 
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comparing the digital representation of the published content retrieved to the at 
least one physical feature of the requested content (figure 5, block 508, paragraph 
0048-0049); 

extracting the requested content from the published content retrieved (figure 5, 
block 508, 510, paragraph 0049); and 

responding to the content retrieval request (figures 5-6, paragraphs 0049-0050). 

Bengtson does not explicitly teach a data capture device captures the digital data 
representation of at least one physical feature of said requested content. However, 
Bengtson teaches the step of receiving print data from printing system/optical 
scanning/OCR operation (figure 5, block 502). It would have been obvious to one of 
ordinary skill in the art to recognize that the digital data representation of at least one 
physical feature of said requested content has been captured from a data capture 
device (i.e., printing system/optical scanning/OCR operation). Therefore, it were 
conventionally employed in the art to include a data capture device capturing a digital 
data representation of at least one physical feature of said requested content because it 
would have provided an efficient system to generate and provide a printed publication 
from the print data provided. 

Moreover, in order to support the obviousness of the digital data representation 
of at least one physical feature of said requested content has been captured from a data 
capture device. Rabin teaches the digital data representation of at least one physical 
feature of said requested content has been captured from a data capture device 
(abstract, figure 1 , col. 3, lines 2-63, col. 4, lines 54-65, col. 1 1 , lines 20-30). It would 
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have been obvious to one of ordinary skill in the Data Processing art at the time of the 
invention was made to combine the teachings of Bengtson and Rabin to include data 
capture device captures at least one physical feature of a request content because it 
would have an efficient communications system to collect, capture, store and distribute 
written and optical information over the network. 

12. As to claim 2, Bengtson teaches the invention as claimed, wherein the 
data capture device includes an OCR wand (figure 1). 

13. As to claim 3, Bengtson teaches the invention as claimed, wherein the 
content is unencoded with any document identifier other than physical features of the 
content including the at least one physical feature captured with the data capture device 
(paragraphs 0005-0008). 

14. As to claim 4, Bengtson teaches the invention as claimed, wherein the 
content of the content repository is indexed according to physical features of the content 
(paragraphs 0005-0008, 0038, 0048-0049). 

15. As to claim 5, Bengtson teaches the invention as claimed, including a 
method of retrieving content from a content repository, said content repository 
comprising a digital representation of a published content in a layout-preserving format, 
said method comprising the operations: 
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at least one physical feature of said published content is mapped to said digital 
representation of said published content is said content repository (figures 1, 5, block 
502, 506, 508, paragraphs 00005-0007, 0047-48- mapping key words/phrases with 
page numbers to create indexing); 

uploading a digital representation of the at least one physical feature of the 
published content to a personal computing device (paragraphs 0026-0027, 0049, 0053- 
transmits data related to the target network address which may be a digital version of a 
printed publication to client device); 

sending a request over a network to a content server having access to said 
content repository, which content server retrieves the published content from the 
content repository (figures 1, 5, block 502, paragraphs 00005-0007, 0047, 0049-0053); 
and 

receiving a response from the server including the published content (figures 5-6, 
paragraphs 0049-0050). 

Bengtson does not explicitly teach a data capture device captures the digital data 
representation of at least one physical feature of said requested content. However, 
Bengtson teaches the step of receiving print data from printing system/optical 
scanning/OCR operation (figure 5, block 502). It would have been obvious to one of 
ordinary skill in the art to recognize that the digital data representation of at least one 
physical feature of said requested content has been captured from a data capture 
device (i.e., printing system/optical scanning/OCR operation). Therefore, it were 
conventionally employed in the art to include a data capture device capturing a digital 
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data representation of at least one physical feature of said requested content because it 
would have provided an efficient system to generate and provide a printed publication 
from the print data provided. 

Moreover, in order to support the obviousness of the digital data representation 
of at least one physical feature of said requested content has been captured from a data 
capture device. Rabin teaches the digital data representation of at least one physical 
feature of said requested content has been captured from a data capture device 
(abstract, figure 1 , col. 3, lines 2-63, col. 4, lines 54-65, col. 1 1 , lines 20-30). It would 
have been obvious to one of ordinary skill in the Data Processing art at the time of the 
invention was made to combine the teachings of Bengtson and Rabin to include data 
capture device captures at least one physical feature of a request content because it 
would have an efficient communications system to collect, capture, store and distribute 
written and optical information over the network. 

16. As to claim 6, Bengtson teaches the invention as claimed, wherein the 
data capture device includes an OCR wand (figure 1). 

17. As to claim 7, Bengtson teaches the invention as claimed, wherein the 
requested content is unencoded with any document identifier other than physical 
features of the requested content including the at least one physical feature captured 
with the data capture device (paragraphs 0005-0008). 
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18. As to claim 8, Bengtson teaches the invention as claimed, wherein the 
published content of the content repository is indexed according to physical features of 
the published content (paragraphs 0005-0008, 0038, 0048-0049). 

1 9. As to claim 9, Bengtson teaches the invention as claimed, further 
comprising capturing document index data and uploading said document index data to 
said personal computing device, said document index data comprising data identifying a 
specific publication, wherein said specific publication comprises said requested content 
(paragraphs 0026-0027, 0049, 0053-transmits data related to the target network 
address which may be a digital version of a printed publication, indexes, page numbers 
to client device). 

20. As to claim 10, Bengtson teaches the invention as claimed, wherein said 
document index data is captured with said data capture device (figure 5, paragraphs 
0048-0049 -after receiving print data from data capture device (i.e., printing system, 
optical scanner, parsing and associating index data with print data). 

21 . As to claim 1 1 , Bengtson teaches the invention as claimed, wherein said 
data capture device is set by a user for said document index data (figure 5, paragraphs 
0048-0049). 
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22. As to claim 12, Bengtson teaches the invention as claimed, wherein said 
document index data further comprises data identifying a specific issue, said specific 
issue comprises said requested content (paragraphs 0021 , 0026). 

23. As to claim 13, Bengtson teaches the invention substantially as claimed, 
wherein said document index data further comprises data identifying a specific edition, 
said specific edition comprising said requested content (paragraphs 0021, 0026). 

24. As to claim 14, Bengtson teaches the invention as claimed, further 
comprising capturing a page number of said requested content and uploading said page 
number to said personal computing device (paragraphs 0026-0027, 0049, 0053- 
transmits data related to the target network address which may be a digital version of a 
printed publication, indexes, page numbers to client device). 

25. As to claim 15, Bengtson teaches the invention as claimed, further 
comprising capturing document index data and uploading said document index data to 
said personal computing device, said document index data comprising data identifying a 
specific publication, wherein said specific publication comprises said requested content 
(paragraphs 0026-0027, 0049, 0053-transmits data related to the target network 
address which maybe a digital version of a printed publication, indexes, page numbers 
to client device). 
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26. As to claim 16, Bengtson teaches the invention as claimed, wherein said 
document index data is captured with said data capture device (figure 5, paragraphs 
0048-0049 -after receiving print data from data capture device (i.e., printing system, 
optical scanner, parsing and associating index data with print data). 

27. As to claim 17, Bengtson teaches the invention as claimed, wherein said 
data capture device is set by a user for said document index data (figure 5, paragraphs 
0048-0049). 

28. As to claim 1 8, Bengtson teaches the invention substantially as claimed, 
wherein said document index data further comprises data identifying a specific issue, 
said specific issue comprising said requested content (paragraph 0021). 

29. As to claim 19, Bengtson teaches the invention substantially as claimed, 
wherein said document index data further comprises data identifying a specific edition, 
said specific edition comprising said requested content (paragraphs 0021, 0026). 

30. As to claim 20, Bengtson teaches the invention substantially as claimed, 
further comprising capturing a page number of said requested content and uploading 
said page number to said personal computing device (paragraphs 0026-0027, 0049, 
0053-transmits data related to the target network address which may be a digital 
version of a printed publication, indexes, page numbers). 
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Conclusion 

31 . Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

32. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thu Ha Nguyen, whose telephone number is (703) 
305-7447. The examiner can normally be reached Monday through Friday from 8:00 
AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne, can be reached at (571 ) 272-4001 . • 
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Any inquiry of a general nature of relating to the status of this application should 
be directed to the Group receptionist whose telephone number is (703) 305-9600. 

The fax phone numbers for the organization where this application or proceeding 
is assigned are 703-872-9306 for regular communications. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.usDto.aov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). .> 




Thu Ha Nguyen 



June 1 , 2005 



